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DETAILED ACTION 

Response to Arguments 

1 . In view of the appeal brief filed on 2-24-04, PROSECUTION IS HEREBY 
REOPENED. A new ground of rejection is set forth below. 

To avoid abandonment of the application, appellant must exercise one of the 
following two options: 

(1 ) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a reply 
under 37 CFR 1.113 (if this Office action is final); or, 

(2) request reinstatement of the appeal. 

If reinstatement of the appeal is requested, such request must be accompanied 
by a supplemental appeal brief, but no new amendments, affidavits (37 CFR 1.130, 
1.131 or 1.132) or other evidence are permitted. See 37 CFR 1.193(b)(2). 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 1, 29, 44 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 
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The term "preferred" is vague and indefinite. What is preferred to one may not be 
preferred to another. 

Claim Rejections - 35 USC § 101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, nnanufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

5. Claims 1-14, 44-55 are rejected under 35 U.S.C. 101 as non-statutory 
because the method claims as presented do not claim a technological basis. Without a 
claimed basis, the claims are interpreted as involving no more than a manipulation 
outside of a technological art and therefore non-statutory under 35 U.S.C. 101 . 

In contrast, a method claim that includes in the preamble and body of the claim 
structural / functional interrelationships that are solely by computer (and non-trivial) are 
considered to have a technological basis and thus within the technological arts [See Ex 
parte Bowman, 61 USPQ2d 1669, 1671 (Bd. Pat. App. & Inter. 2001) -used only for 
content and reasoning since not precedential]. 

Claims which are broad enough to read on statutory subject matter and on 
nonstatutory subject matter are considered nonstatutory [see In re Lintnen 458 F.2d 
1013. 1015, 173 USPQ 560, 562 (CCPA 1972)]. 

Claims 15-28 are presumed to be apparatus claims and therefore not included in 
this rejection. 
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Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 1-3, 5-9, 11-17, 19-23, 25-31, 33-37, and 39-55 are rejected under 
35 U.S.C. 103(a) as being unpatentable over Borghesi et al in view of McLauchlin et al 
in further view of Murcko, Jr. 

Borghesi et al discloses a method, system, and medium for evaluating line item 
data, including displaying at least one line item (e.g.. Figures 6. 7, 9-12; column 2, line 
50 et seq; column 3, line 5 et seq; column 6, line 15 et seq; column 7, line 40 et seq; 
column 8, line 50 et seq; column 19, line 6 et seq), selection of at least one line item 
from a claim handler (e.g.. Figures 6, 7, 8E, 8G, 9-12; column 7, line 54 et seq; column 
9, line 8 et seq; column 1 I, line 65 et seq; column 12, line 37 et seq; column 14, line 35 
et seq; column 17, line 30 et seq; column 19, line 6 et seq; column 19, line 35 et seq), 
and receiving payment execution authorization (e.g., column 15, line 1 et seq), by direct 
payment (e.g., column 16, line 50 et seq), vendor transfer (e.g., total loss determination) 
(e.g., Figure 21; column 10, line 5 et seq; column 17, line 15 et seq; column 18, line 41 
et seq; column 19, line 47 et seq}, preauthorized payment (e.g., Figure 16; column 15, 
line 64 et seq; column 16, line 43 et seq), processor and memory (e.g., 26, 36) (Figure 
2). 
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Borghesi et al also discloses receiving a direct payment amount (e.g., check) 
(e.g., column 16. line 50 et seq; column 18, line 52 et seq), back office communication 
(e.g., inherently disclosed), authorizing vendor transfer of authorized vendor database 
(e.g.. Figures 8A-8L; column 10, line 57 et seq), deduction verification (e.g., column 9, 
lines 33-42),), threshold amount (e.g.. Figure 7; column 10, line 5 et seq; column 10, 
line 29 et seq). and date range (e.g.. particular accident causing damage). The 
reference to Borghesi discloses insurance claims (col 1, lines 24-28). Item categories 
are disclosed (col 18. lines 50-51). The database of authorized vendors is disclosed as 
updated (col 14, lines 29-35). 

Borghesi et al teaches accessing various databases of authorized vendors, 
displaying a list of authorized vendors that correspond with at least one line item, and 
accessing vendor data associated with the list of authorized vendors (col 12, lines 44- 
58). Each database inherently has a vendor and vendor data (including names of the 
vendors), and each vendor inherently is "authorized" (since it is in the computer). 

Regarding upgrade availability, Borghesi et al discloses OEM parts which are an 
"upgrade" from recycled or salvaged parts (column 14, line 23 et seq) 

Borghesi et al does not explicitly disclose: 

receiving a selection of at least one vendor from the list of 
authorized vendors; and 



Application/Control Number: 09/667,612 
Art Unit: 3624 



Page 6 



displaying a list of excluded vendors. 

McLauchlin et al discloses vendors as authorized vendors (p 10, para 0142) and 
lists of excluded vendors (p 1 1 , para 0163). 

It would have been obvious to one with ordinary skill in the art to include 
receiving a selection of at least one vendor fronn the list of authorized vendors to 
Borghesi et al because McLauchlin et al teaches that preference types ( non-profit, 
small, 8(a) etc..) of vendors may be utilized in the procurement determination process 
(p 10, para 0142). 

It would have been obvious to one with ordinary skill in the art to include 
displaying a list of excluded vendors to Borghesi et al because McLauchlin et al teaches 
that certain types of vendors are excluded (debarred) from the procurement 
determination process (p 11, para 0163). 

Both Borghesi and McLaughin et al are concerned with valuation of goods and 
services to be procured. 



Application/Control Number: 09/667,61 2 Page 7 

Art Unit: 3624 

Borghesi et al and McLauchlin et al do not disclose: 

"preferred" vendors, vendor performance, payment only when "preferred" 

status; 

correspondence with at least one line item regarding displaying of lists and 
authorizing a line item transaction; 

line item payment authorization of receiving selection of at least one line 
item and form of payment and authorizing a transaction by EFT and check 

date range for which payment will be made; 

payment frequency and number of payments; 

receiving new vendor identifying information, receiving vendor 
authorization data, and incorporating the new vendor into the database 

Murcko, Jr discloses "preferred" (exceptional) vendors, vendor performance, 
payment only when "preferred" status (col 24, line 65), correspondence with at least one 
line item regarding displaying of lists and authorizing a line item transaction (col 24, 
lines 45-67; col 25, lines 1-25), line item payment authorization of receiving selection of 
at least one line item and form of payment and authorizing a transaction by EFT and 
check (col 38, lines 60-63). date range for which payment will be made (col 36, lines 18- 
65), payment frequency and number of payments (col 8. lines 28-33). receiving new 
vendor identifying information, receiving vendor authorization data, and incorporating 
the new vendor into the database (col 32, lines 1-19). 
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It would have been obvious to one with ordinary skill in the art to include 
"preferred" (exceptional) vendors, vendor peri'ormance, payment only when "preferred" 
status because Murcko, Jr teaches sen/ices rendered only for exception service (col 24, 
45-67). 

It would have been obvious to one with ordinary skill in the art to include 
correspondence with at least one line item regarding displaying of lists and authorizing a 
line item transaction because Murcko, Jr teaches specific service rendered for specific 
payment rendered (col 24, lines 45-67). 

It would have been obvious to one with ordinary skill in the art to include line item 
payment authorization of receiving selection of at least one line item and form of 
payment and authorizing a transaction by EFT and check because Murcko, Jr teaches 
payment needed for revenue stream (col 37, lines 64-65). 

It would have been obvious to one with ordinary skill in the art to include date 
range for which payment will be made because Murcko, Jr teaches payments are 
known to be delayed (col 36, lines 25-35). 

It would have been obvious to one with ordinary skill in the art to include payment 
frequency and number of payments because Murcko, Jr teaches quality measurement 
linked to frequency (col 8, lines 28-30). 
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It would have been obvious to one with ordinary skill in the art to include 
receiving new vendor identifying information, receiving vendor authorization data, and 
incorporating the new vendor into the database because Murcko, Jr teaches buyers of 
services require seler information (col 32, lines 15-20). 

8. Claims 10, 24, and 38 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Borghesi et al in view of McLauchlin et al in further view of Murcko, 
Jr. as applied to claims above, and further in view of DiRienzo et al. 

Borghesi et al do not disclose electronic fund transfer. 

DiRienzo et al discloses a method, system, and medium for evaluating line item 
data, including payment by check and electronic funds transfer (e.g., column 22, line 12 
et seq). Electronic funds transfer provides a well-known equivalent means of settling 
claims (e.g., column 22, line 16 et seq). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to provide for claim adjudication and settlement via electronic funds transfer, 
in addition to payment by check, as taught by DiRienzo et al, on the method, system, 
and medium of Borghesi et al for the purposes of facilitating a claim settlement (e.g., to 
expedite settlement). 
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Conclusion 



9. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

1 0. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Alain L. Bashore whose telephone number is 703- 
308-1884. The examiner can normally be reached on about 7:00 am to 4:30 pm 
(Monday thru Thursday). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vincent Millin can be reached on 703-308-1065. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Alain L. Bashore 
Primary Examiner 
Art Unit 3624 



